United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Altauuidra. Viiginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCICET NO. 



CONFIRMATION NO. 



10/028,748 



12/21/2001 



David H. Mack 



33494 7S90 12/28/2005 

TOWNSEND and TOWNSEND AND CREW LLP 

TWO embarcadero center 

8TH FLOOR 

SAN FRANCISCO, CA 94111-3834 



01 8547-0348 lOUS 



9678 



EXAMINER 



NEGIN. RUSSELL SCOTT 



ART UNIT 



PAPER NUMBER 



1631 

DATE MAILED: 12/28/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/028,748 


Applicant(s) 
MACK ET AL, 


Examiner 
Russell S. Negin 


Art Unit 
1631 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
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DETAILED ACTION 



Comments 

Applicants' response of November 3, 2005 is acknowledged and entered. 
Claims 1-64 have been cancelled and replaced with new claims 65-78. Just as in the 
previous action, the double patenting status of the new claims did not change. Thus, 
claims 65-78 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-50 of U.S. Patent Number 
6,420,108 because a terminal disclaimer has not been filed. 

Claim Rejections - 35 USC §112 

The previous 35 U.S.C. 112 rejections have been withdrawn and replaced with 
the following rejections. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using It, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it Is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 68 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 
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In this case, the nornnalization operation suggested as a step of claim 68 is not 
supported in the original disclosure. Since no nornnalization operation is performed in 
the original disclosure of the invention, the normalization of data as dictated by the 
specification is considered NEW MATTER. Therefore, claim 68 is rejected. 



Prior Art Rejections 
The previous prior art rejections have been withdrawn and replaced with the 
following prior art rejections. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 65-67 and 69-72 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Zhao et al. [Gene. 1995, volume 156, pp. 207-213]. 

Claims 65-67 and 69-72 state the following: 

65. (New) A method for displaying information for at least one expression level on a 
computer aided display, the method comprising: 

obtaining expression level data associated with an expressed sequence from at least 
two samples; 

generating numerical values for the expression level data for displaying on the computer 
aided display with at least two axes that respectively correspond to the expression level 
data obtained from the at least two samples; 

placing at least one mark on the computer aided display at a position relative to the at 
least two axes in accordance with the numerical values; 
receiving a selection of the mark from a user; 

sending an inquiry related to the expressed sequence to a database over a 
communication network; 
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receiving information related to the expressed sequence from the database over the 
communication network in response to the inquiry; and 
displaying the received information related to the 'expressed sequence from the 
database on the computer aided display in response to the selection. 

66. (New) The method of claim 65 wherein a shape of the mark is associated with the 
expressed sequence. 

67. (New) The method of claim 65 wherein the expression level data comprise 
hybridization intensities of the at least two samples. 

69. (New) The method of claim 65 wherein the communication network is the Internet. 

70. (New) The method of claim 65 wherein: 

the at least two axes comprise a horizontal axis and a vertical axis; and 
the horizontal axis and the vertical axis share an origin. 

71 . (New) The method of claim 70 wherein. a first distance of the mark from the origin 
relative to the horizontal axis is in accordance with at least a first value of the numerical 
values for a first sample of the at least two samples, and a second distance of the mark 
from the origin relative to the vertical axis is in accordance with at least a second value 
of the numerical values for a second sample of the at least two samples. 

72. (New) The method of claim 65 wherein the database is related to a GenBank 
website. 

78. (New) A computer-readable medium including instructions for displaying information 
for at least one expression level on a computer aided display comprising: 
one or more instructions for obtaining expression level data associated with an 
expressed sequence from at least two samples; 

one or more instructions for generating numerical values for the expression level 
data for displaying on the computer aided display with at least two axes that 
respectively correspond to the expression level data obtained from the at least two 
samples; 

one or more instructions for placing at least one mark on the computer aided 
display at a position relative to the at least two axes in accordance with the numerical 
values; 

one or more instructions for receiving a selection of the mark from a user; 

one or more instructions for sending an inquiry related to the expressed sequence 

to a database over a communication network; 

one or more instructions for receiving information related to the expressed 
sequence from the database over the communication network in response to the 
inquiry; and 

one or more instructions for displaying the received information related to the 
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expressed sequence from the database on the computer aided display in response to 
the selection. 

The preamble of claim 65 is anticipated by the first phrase in the abstract of Zhao 
et al., who state, "In order to analyze the expression profiles of a large number of 
genes..." In addition, Figure 1 of Zhao et al. illustrates a picture of a computer used to 
display the results. 

Figure 3 and its caption (in Zhao et al.) anticipate the first four steps of Claim 65. 
There are several sources of the samples of cDNAs, including fetal brain and adult liver 
of humans. Figure 3 also plots the expression levels on a two dimensional plot 
illustrating expression level of the two respective samples- one on each axis. There is 
at least one mark on this plot relative to the two axes in accordance with the numerical 
values, and the user (in this case Zhao et al.) selects a circular marker. 

The fifth through seventh steps of the instant application's Claim 65 are 
anticipated in page 208 in Zhao et al. (lines 34-37), which states. "The sequence data 
were compared with those in GenBank DNA Nucleotide Sequence Database (Release 
78) by the BLASTN program..." Thus the sequence in question is sent over a 
communication network (i.e. to GenBank), and then received from GenBank and 
BLASTN as a displayed result (see Figure 1, page 209). Since GenBank may be used 
as an internet based tool, claims 69 and 72 are also anticipated. The plots in Figure 3 
have a horizontal axis, a vertical axis which share an origin; this anticipates claims 70 
and 71. 
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Claim 78 of the instant application is rejected for the same reasons as described 
above except that it requires a computer readable medium to conduct the claim. On 
page 21 1 , column 2, lines 3-7 of Zhao et al., they state, "The expression profiles of the 
remaining 2505 clones were illustrated in logarithmic graphs (Fig. 3) by spotting their 
PSL scores in two tissues with Microsoft Excel (Microsoft) on a Macintosh personal 
computer." The fact that these steps are carried out on a personal computer inherently 
requires that there be computer readable medium supporting the operation of said 
Macintosh personal computer. Claim 78 is therefore rejected. 

Claims 66-67 of the instant application are also anticipated by Zhao et al., Figure 
3, which shows a circular shape of a mark corresponding to the expressed sequence. 
The expression profile of Figure 3 represents hybridization intensities, and thus, 
anticipates Claim 67. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 73-75 and 77 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Zhao et al. [Gene, volume 156, 1995, pp. 207-213] in view of Burks et al., 
[Methods in Enzymology, volume 183, 1990, pp. 3-22]. 

Claims 73-75 and 77 state the following: 
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73. (New) The method of claim 72 wherein the displayed information on the computer 
aided display comprises identification information associated with the mark. 

74. (New) The method of claim 72 wherein the displayed information on the computer 
aided display comprises a description associated with the mark. 

75. (New) The method of claim 72 wherein the displayed information on the computer 
aided display comprises GenBank information associated with the mark. 

77. (New) A method for displaying information for at least one expression level on a 
computer aided display, the method comprising: 

obtaining expression level data associated with an expressed sequence from at least 

two samples; 

generating numerical values for the expression level data for displaying on the computer 
aided display with at least two axes that respectively correspond to the expression level 
data obtained from the at least two samples; 

placing at least one mark on the computer aided display at a position relative to the at 
least two axes in accordance with the numerical values; 
receiving a selection of the mark from a user; 

determining whether an internal database contains the information related to the 
expressed sequence; 

if the internal database is determined to contain the information related to the expressed 
sequence, 

obtaining the infomriation related to the expressed sequence from the internal database; 
and 

displaying the receiked information related to the expressed sequence from the internal 
database on the computer aided display in response to the selection; 
if the internal database is determined not to contain the information related to the 
expressed sequence, 

sending an inquiry related to the expressed sequence to an external database over a 
communication network; 

receiving information related to the expressed sequence from the external database 
over the communication network in response to the inquiry; and 
displaying the received information related to the expressed sequence from the external 
database on the computer aided display in response to the selection. 



The preamble and first four steps of claim 77 are described by Zhao et al. in the 
same manner that Zhao et al. anticipated similar wordings of Claim 65 (i.e. Figure 3 of 
Zhao et al. describes the plotting of the at least two samples). However, Zhao et al. do 
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not elaborate on the uses of external and internal databases or identification information 
associated with marks. For this purpose, the reference of Burks et al. is employed. 

Claims 73-75 are described by Figure 1 of Burks et al. This figure illustrates 
identification information associated with the mark, description associated with the 
mark, and GenBank information associated with the mark (for the sample gene shown 
in the illustration). 

The fifth and sixth steps of claim 77 are essentially an IF-THEN dialog of how to 
process the expression data. If the internal database contains relevant information, use 
the internal database; otherwise use the external database. Pages 17-18 of Burks et al. 
describe the same conditions from GenBank. Under "Access to GenBank Data," Burks 
et al. describe that internal data such as Magnetic Tape and Floppy diskettes can be 
used, and alternatively an external "Dial-Up Online Service" can be used. This 
description satisfies the requirement listed in claim 77 of the instant application. 

Thus, it would have been obvious to someone of ordinary skill in the art at the 
time of the instant invention to practice the method of Zhao et al., using the GenBank 
software of Burks et al. in order to result in the practice of the instantly claimed invention 
because the method steps described by Zhao et al. require a database such as 
GenBank to complete the analysis. 

Moreover, one of ordinary skill in the are would have been motivated to apply a 
third axis to Zhao et al. display format in order to further compare the expression level in 
a third sample. It would have been advantageous to use a 3D format to compare three 
samples at the same time so that comparisons would be visually easier to interpret and 
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would be performed simultaneously. It would have been prima facie obvious to apply a 
third axis to Zhao et al's display formal in order to analyze more information at the same 
time. Thus. Claim 76 is also rejected under 35 U.S.C. 103. 



No Claim is allowed. 

Papers related to this application may be submitted to Technical Center 1600 by 
facsimile transmission. Papers should be faxed to Technical Center 1600 via the 
central PTO Fax Center. The faxing of such pages must conform with the notices 
published in the Official Gazette, 1096 OG 30 (November 15. 1988), 1 156 OG 61 
(November 16, 1993), and 1157 OG 94 (December 28, 1993)(See 37 CFR § 1.6(d)). 
The Central PTO Fax Center Number is (571) 273-8300. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell Negin, Ph.D., whose telephone number is (571) 
272-1083. The examiner can normally be reached on Monday-Friday from 7am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, Ardin Marschel, Ph.D., Supervisory Patent Examiner, can be reached at 
(571)272-0718. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to Legal Instrument Examiner, Tina Plunkett, whose telephone number is 
(571)272-0549. 

Information regarding the status of the application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information on the PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 



Conclusion 




-RSN 12/22/05 




JOHNS. BRUSCA, PH.D 
PRIMARY B(AMINBI 



